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Art Unit: 2645 

DETAILED ACTION 



1. Applicant submitted a statement stating the practitioner 
did not receive the Office action and that a search of the file 
jacket and the docket records of the application produced no 
evidence that the non- final Office action was received. Hence 
there is showing of non-receipt of the Office action. 
Accordingly, the holding of abandonment is withdrawn. 



Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs 
of 35 U. S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) ■ the invention was described in- 

-(!•) an application for patent, published under section 122(b) , by another 
filed in the United States before the invention by the applicant for 
patent, except that an international application filed under the treaty 
defined in section 351 (a) shall have the effect under this subsection of a 
national application published under section 122 (b) only if the 
international application designating the United States was published under 
Article 21(2) (a) of such treaty in the English language; or 
(2) a patent granted on an application for patent by another filed in the 
United States before the invention by the applicant for patent, except that 
a patent shall not be deemed filed in the United States for the purposes of 
this subsection based on the filing of an international application filed 
under ttje treaty defined in section 351(a). 

3. Claims 1-3, 6, 7, 13, 14 and 25-29 are rejected under 35 

— ■> 

U.S.C. § 102(e) as being anticipated by Marino et al, U.S. 
Patent No. 4,850,007 (hereinafter Marino). 
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Regarding claim 1, Marino discloses a method for 
advertising-supported communications in a telecommunications 
network, the method comprising: 

receiving a call request to connect a call from an 
originating subscriber terminal (11) to a destination subscriber 
terminal (directory assistance) , the call request including a 
destination identifier (411) associated with the destination 
subscriber terminal (directory assistance) (col. 3, lines 1-15); 

providing at least one advertisement to a subscriber 
associated with the originating subscriber terminal (col. 3, 
lines 60-67) ; 

determining a free call balance for the subscriber based on 
the destination identifier and based on providing the at least 
one advertisement to the subscriber (col. 4, lines 15-20); 

connecting the call from the originating subscriber 
terminal to the destination subscriber terminal (col. 4, lines 
5-7) ; and 

monitoring the free call balance as the call progresses 
(col . 4 , lines 15-20) . 

Regarding claim 2, see Figure 1, unit 12. 

Regarding 3, Marino discloses the method of claim 1, 
wherein determining the free call balance comprises: 
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determining an advertisement time associated with the at 
least one advertisement being provided to the subscriber (col. 
4 , lines 53-55) ; 

determining a number of credits of free call time based on 
the advertisement time being provided and determining a free 
calling time based on the number of credits of free calling time 
and the destination identifier (col. 4, lines 15-20). 

Regarding claim 6, Marino discloses a method of claim 1 
further comprising: 

determining a discounted calling time for the subscriber 
based on the destination identifier and the at least one 
advertisement being provided to the subscriber (col. 4, lines 
15-20) ; and 

connecting the call from the originating subscriber 
terminal to the destination subscriber terminal (col. 4, lines 
5-7) ; 

monitoring the discounted calling time as the call 
progresses (col. 4, lines 15-20). 

Regarding claim 7, Marino discloses the method of claim 1, 
wherein determining the free calling balance comprises: 

determining an advertisement time associated with the at 
least one advertisement being provided to the subscriber (col. 
3 , lines 53-55) ; 
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determining a credit value based on the advertisement time; 
and determining a free call time based on the credit value and 
the destination identifier associated with the destination 
subscriber terminal (col. 4, lines 15-20). 

Regarding claims 13 and 14 see column 3 < 

Claim 25 is rejected for the same reasons as claim 1. The 
local telephone switching system is functionally equivalent to 
the first network entity. The advertising message system is 
functionally equivalent to the second network entity. The 
billing system is functionally equivalent to the third network 
entity. 

Regarding claim 26, see col. 4, lines 15-20. 
Claim 27 is rejected for the same reasons as claim 26. 
Regarding the voice command platform see col. 4, from line 
53 to line 55. 

Regarding claim 28, see column 3. 

Regarding claim 29, the subscriber test logic (23) contains 
a service controller that controls whether the advertising 
service is to be provided or not (see column 3) . 
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Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. Claims 8-12 and 15-24 are rejected under 35 U.S.C § 103(a) 
as bein§ unpatentable over Marino in view of Nakamura, U.S. 
Patent No. 5,987,424 (hereinafter Nakamura) . 

Regarding claim 8, Marino does not disclose the limitation 
of decrementing the free calling balance as the call progresses, 
determining if the free calling balance reaches a predetermined 
threshold level and if so notifying the subscriber associated 
with the originating subscriber terminal . However Nakamura 
discloses the claimed limitation (col. 9, line 63 to col. 10, 
line 12) . Therefore it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
modify Marino with the decrementing and determining methods 
taught by Nakamura. This modification allows a subscriber to 
make a call without having to pay any communication charges for 
the call. 
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Regarding claims 9 and 10, see Nakamura, col. 32, lines 15- 

30. 

Regarding claim 11, see Nakamura, col. 10, line 3. 

Regarding claim 12, Marino as applied in claim 1 discloses 
the destination identifier associated with the destination 
subscriber terminal is a telephone number (col. 3, lines 7-8). 
Marino does not disclose the destination identifier associated 
with the destination subscriber terminal is selected from a 
group consisting of a mobile identification number, an IP 
address, an ENUM, a Network Access Identifier and a domain 
number. "Official Notice" is taken that mobile identification 
numbers, IP addresses, ENUMs, Network Access Identifiers and 
domain names are well-known destination identifiers associated 
with destination terminals. Therefore it would have been obvious 
to add these destination identifiers to the method for 
advertising-supported communications taught by Marino. This 
modification would allow a subscriber to dial destination 
numbers other than telephone numbers as suggested by Nakamura 
(col. 31, lines 63-65). 

Regarding claim 15, Marino does not disclose the limitation 
of querying a subscriber associated with the originating 
subscriber terminal to specify an expected length of the call to 
be connected from the originating subscriber terminal to the 
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destination subscriber terminal and providing the at least one 
advertisement based on the expected length of the call, wherein 
the at least one advertisement being provided to the subscriber 
is sufficient to connect the call for the specified length. 
However Nakamura discloses the claimed limitation (see col. 32, 
lines 15-30) . Therefore it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
modify Marino with the querying and providing methods as taught 
by Nakamura. This modification allows a subscriber to select the 
discount amount of a communication charge. 

Regarding claim 16, Marino discloses a method for 
advertising supported communications in a telecommunications 
network, the method comprising receiving a call request to 
connect a call from an originating subscriber (11) terminal to a 
destination subscriber terminal (directory assistance) , the call 
request including a destination identifier (phone number) 
associated with the destination subscriber terminal and further 
including a service code (additional digits) , determining 
whether a subscriber associated with the originating subscriber 
terminal is designated to receive advertising supported 
services; if so, providing at least one advertisement to the 
subscriber (column 3) , determining a free calling balance for 
the subscriber based on the destination identifier and based on 
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providing the at least one advertisement to the subscriber (col. 
4, lines 15-20), connecting the call from the originating 
subscriber terminal to the destination subscriber terminal (col. 
4, lines 5-7), decrementing the free calling balance as the call 
progresses (col. 4, lines 15-20). The call is inherently 
disconnected when local telephone customer puts the local 
telephone (11) in the on hook position. 

Marino does not disclose determining whether any unused free 
call balance is left; and, if so, discarding the any used free 
calling balance. However Nakamura discloses determining whether 
any unused free call balance is left; and if so, discarding the 
any unused free calling balance (col. 21, lines 40-48). 
Therefore it would have been obvious to one of ordinary skill in : 
the art at the time the invention was made to modify Marino with 
determining whether any unused free call balance is left; and, 
if so, discarding the any unused free calling balance as taught 
by Nakamura. This modification allows for the discount to be 
rendered invalid when the next billing month is entered as 
suggested by Nakamura (col. 21, lines 40-48). 

Regarding claim 17, see Marino unit 12. 

Regarding claim 18, see Marino, col. 3, line 32. 

Regarding claim 19, Marino discloses the method of claim 
16, wherein determining whether a subscriber associated with the 
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originating subscriber terminal is designated to receive 
advertising supported services comprises: 

retrieving a subscriber record associated with the 
subscriber of the originating subscriber terminal and 
determining whether the subscriber record designates the 
subscriber to receive the advertising supported services (col. 
3, lines 15-25) . 

Claim 20 is rejected for the same reasons as claim 12. 

Regarding claim 21, see Marino, col. 3, lines 60-67. 

Regarding claim 22, see Marino, col. 4, lines 1-5. 

Regarding claim 23, Marino discloses the method of claim 
16, further comprising: 

determining a discounted calling time for the subscriber 
based on the destination identifier and the at least one 
advertisement being provided to the subscriber (col. 4, lines 
15-20) ; 

connecting the call from the originating subscriber 
terminal to the destination subscriber terminal (col. 4, lines 
5-7) ; 

decrementing the discounted calling time as the call 
progresses (col. 4, lines 15-20). 

Regarding claim 24, see col. 32, lines 15-30. 



Application/Control Number: 10/033,289 
Art Unit: 2645 



Page 11 



Allowable Subject Matter 

6. Claims 4 and 5 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims. 

Response to Arguments 

7. Applicant argues Marino fails to teach the function of 
determining a free calling balance based on a destination 
identifier. However Marino discloses, "after an advertisement is 
played to a subscriber, a reduced rate billing and/or credit is 
accumulated and is sent with the customer's monthly bill to his 
home" (col. 4, lines 15-20). A customer's monthly bill is based 
on a customer's dialed destination identifiers and Marino 
teaches presenting a credit along with bill after an 
advertisement is played. Hence Marino's free calling balance is 
not only based on the advertisement, the free calling balance 
also depends on the dialed destination identifiers. 
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8. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Olisa 
Anwah whose telephone number is 703-305-4814. The examiner can 
normally be reached on Monday to Friday from 8.30 AM to 6 PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Fan Tsang can be 
reached on 703-305-4895. The fax phone numbers for the 
organization where this application or proceeding is assigned 
are 703-872-9314 for regular communications and 703-872-9314 for 
After Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-305-3900. 



Oh 



Olisa Anwah 
Patent Examiner 
April 9, 2003 



FAN TSANG 
SUPERVISOR PATENT EXAMINER 
TECHtoLwuY CENTER 2600 




